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EXAMINER'S ANSWER 



This is in response to the appeal brief filed on 09/20/2007 appealing from the Office action 
mailed 04/20/2007. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

20040199781 Erickson 08-2002 

7181017 Nagleetal. 4-2002 
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(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. . . . 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-4, 6, 10-13 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Erickson et al. (U.S 20040199781). 

3. As per claims 1-4, 6, 10-13 and 18, Erickson et al. disclose that relates to data processing and 
in particular to privacy assurance and data de-identification methods, with application to the 

4. statistical and bioinformatic arts. The invention comprises of the following: 

A. interface (par. 44, 50) that allows user to input data (par. 52, 54) ("is for inputting 
and maintaining data ") into a database (par. 1 1, 40, 45)- the interface can also 
contain forms (fig. 3, par. 52) ("a data interface, usable to set up a communication 
link to system participants when required in order to transfer data from a local 
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health log to contracting parties system participants at least intermittently, 
wherein a said local health log is included on a user's computer with pre- 
structured electronic forms for inputting the person health data by system 
participants") - This limitation is being interpreted as an interface that allows users 
to input data. The aspects of "in order to transfer data from a local health log to 
contracting parties system participants at least intermittently, wherein a said local 
health log is included on a user's computer with pre-structured electronic forms for 
inputting the person health data by system participants" does not further limit the 
structure of the actual interface. 

B. The prior art includes a process of de-identifying or making anonymous the input 
data (par. 12,21, 22, 36-37 ). The de-identification process includes filter and 
providing only relevant data (par. 12, 34), only selected results are outputted (par. 36) 
("a converter for producing anonymous encrypted data permitting no inference 
of an identity of the user and for communicating said anonymous encrypted data 
addressed filing of at least a portion of said anonymous encrypted data on a 
network, said converter being actuated using selection schemes; including filters, 
said filters are valid for particular questions associated with said local health log 
and for marking data in the local health log used for targeted partial forwarding 
to system participants.") 

C. The prior art teaches the aspect of inputting data into system (par. 1 1) such as a 
computer (par. 55). Examiner takes official notice that input data into a system using 
a keyboard or card reader is old and well known in the art ("at least one of a 
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keyboard and at least one interfaces to at least one of a card and label readers 
and a remote controller ") 

D. Database with tables (par. 15, 32, 33, 23) - The updating is done by linking the data 
source with other databases (par. 49, 50, 53) ("local health log includes tables with 
chronological updating, free text fields and link elements. ") 

E. Dataset in an encrypted format (par. 13, 32) - encryption is after or downstream the 
de-identification - web pages among devices connected to the Internet (par. 55) 
("least one anonymous encrypted health log is downstream of the converter, and 
is positioned at a storage location on the Internet via an Internet interface, and 
in which names and communication data for doctors are suppressed as standard 
and discriminating at least one of illnesses and treatments are suppressed at the 
responsibility of the user. ") 

F. The certifies that the data is in compliance (checking for errors/inconsistencies) with 
the determined security requirements (par. 48) ("elements of a consistency check 
for the purpose of checking the data for obvious errors and inconsistencies") 

G. Allowing for the selling of data (par. 33) - Inherently the system would the 
appropriate software/hardware combination to perform the task of selling data ("a 
contractual module for transactions on a consumer-oriented health market") 



5. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 5, 8-9, 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Erickson 
et al. (U.S 20040199781), in view of Nagle et al. (U.S 7181017). 

7. As per claims 5, 8-9, 14-17, Erickson et al.'s invention has been previously disclosed. 

8. Although Erickson et al. teach the aspect of linking to other databases, it did not explicitly 
describe an invention in which the system that includes links to data such as chart, and 
emails. However, Williams Nagel et al. teaches the aspect of medical data being "numeric 
data, text, scanned text images, scanned graphic images, sound (e.g., phonocardiography and 
dictation), high resolution images (radiology) and video (ultrasonic imaging and fluoroscopy) 
(col. 3, lines 31-34). Nagel, via incorporation by reference, teaches the aspects: 

i. storing medical histories using a smartcard to store data (col. 33, lines 20- 
22) 

ii. Data identifiers and pseudonyms (col. 62, lines 46) 

iii. Emergency and confidential categories of medical information are 
identified, and the participant is prompted to provide personal information in each 
of the categories and a different personal identification number (E-PIN, C-PIN) 
for each category (col. 42, lines 2-6) 

9. Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
applicant's invention to construct a system that hat includes links to data such as chart, and 
emails. It would have been obvious to one of ordinary skill in the art at the time of the 
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applicant's invention to do because it would provide compatibility for a greater set of data. 
The pseudonyms would also prevent unauthorized identification of information-thus 
providing compliance to privacy legislation-while at the same time allowing query terminals 
to retrieve (part of) the stored data or learn properties of the stored data (col. 62, lines 46-48). 

(10) Response to Argument 

Argument #1: Erickson neither discloses nor suggests "a personal electronic web health log for 
personal health data associated with a user... wherein said local health log is included on a user's 
computer... a converter for producing anonymous encrypted data permitting no inference of an 
identity of the user and for communicating said anonymous encrypted data addressed filing of at 
least a portion of said anonymous encrypted data on a network". 

Response #1: The aspect of a personal electronic web health log for personal health data 
associated with a user in the preamble. Examiner has evaluated each claim to determine if 
sufficient structures, acts, or functions are recited to make clear the scope and meaning of the 
claim. In this case, the preamble was given less patentable weight because it did not any 
structural limitation of the invention. 

A preamble is generally not accorded any patentable weight where it merely recites the purpose 
of a process or the intended use of a structure, and where the body of the claim does not depend 
on the preamble for completeness but, instead, the process steps or structural limitations are 
able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
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Nevertheless, the prior art by Erickson et al. teaches an invention that analyzes an input data 
source (also referred to herein as a database or dataset), such as one containing patient records in 
a healthcare context, the software application determines which values in individual fields of the 
records result in a risk to the privacy of the patients who are the subject of the individual records 
(par. 40). 

With regard to the aspect of wherein said local health log is included on a user's computer, the 
prior art teaches that a user inputs health input information through via a GUI (par. 40). 

With regard to a "converter for producing anonymous encrypted data permitting no inference of 
an identity of the user and for communicating said anonymous encrypted data addressed filing of 
at least a portion of said anonymous encrypted data on a network", the aspect of "for producing 
anonymous encrypted data" is considered intended use language because they fail to add any 
steps and are thereby regarded as intended use language. To be especially clear, the Examiner 
has considered all claim limitations. However the recitation of the intended use of the claimed 
invention must result in additional steps. See Bristol-Myers Squibb Co. v. Ben Venue 
Laboratories, Inc., 246 F.3d 1368, 1375-76, 58 USPQ2d 1508, 1513 (Fed. Cir. 2001) (Where the 
language in a method claim states only a purpose and intended result, the expression does not 
result in a manipulative difference in the steps of the claim.). The aspect of converting 
identifiable data to anonymous is taught in the invention via a process of de-identifying or 
making anonymous the input data (par. 12,21, 22, 36-37 ). The de-identification process 
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includes filter and providing only relevant data (par. 12, 34), only selected results are outputted 
(par. 36). 

Argument #2: Prior art does not disclose user interface includes at least one of a keyboard and at 
least one interfaces to at least one of a card and label readers and a remote controller 

Response #2: The prior art teaches the aspect of inputting data into system (par. 1 1) such as a 
computer (par. 55). On the office action mailed on 04/20/07, Examiner took official notice that 
input data into a system using a keyboard or card reader is old and well known in the art, which 
was not challenged by appellant. Any official notices taken by the USPTO that are not 
adequately traversed by appellant is taken to be admitted prior art. 

Argument #3: The linking of remote databases in Erickson is not equivalent to the link elemeuts 
of the present claimed invention which enable jumping to a specific location within a particular 
health record. The databases linked in Erickson enable access to multiple sources of data for a 
user to obtain that relates to already anonymized patient data. 

Response #3: The aspect of link elements which "enable jumping to a specific location within a 
particular health record" is not claimed. Therefore, appellant is arguing elements that are not 
part of the claims. Also, appellant argues that there is no reason or motivation for Erickson to 
include this feature as the operation of the feature is solely related to the "local health log" which 
is "included on a user's computer" and not used in a centralized datasets environment such as the 
one described in Erickson. This argument is not valid as the claim is rejected under 102. 
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It appears that appellant is referring to hypertext links on a webpage, even though that aspect is 
not claimed. Nevertheless, Nagel et ah teaches a system that relates to a system and method for 
translating, collecting and archiving patient records. The system includes means for detecting 
various types, relationships, and classifications of data records and modifying them accordingly 
to support interactive, hypertext-linked display of, and organized access to, the data records 
(C34, L9-14). 

Argument #4: Erickson does not provide any mechanism to address the problem of erroneous or 
inconsistent data as in the present claimed invention, Thus, Erickson neither teach nor suggest 
"wherein the selection schemes include elements of a consistency check for the purpose of 
checking the data for obvious errors and inconsistencies". 
Response #4: Erickson certifies that the data is in compliance (checking for 
errors/inconsistencies) with the determined security requirements (par. 48). 

Additionally, Erickson teaches that the data can be stored on any computer readable medium and 
data can be accessed through devices connected to the internet (par. 50). 

Argument #5: There is no reason or suggestion to combine the Erickson system with the Nagle 
system because the combined system results in a central or intermediary system that governs 
how information is communicated as well as what subsets of the information is communicated to 
which parties. 
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Response #5: The prior art by Nagel et al. allows a third party to authenticate information 
requests, apply access rules, and log transactions, on behalf of patients or medical institutions, 
without itself handling the sensitive information. The health care institution, on the other hand, 
can achieve compliance with regulations protecting the privacy of medical records while 
providing portability thereof, without increasing its staff or breaching security protocols. 
Patients, meanwhile, employ a third party for authenticating requests for medical information, 
logging access, and implementing various rules and limitations (CI 3, L32-40). Nagel et al. 
makes it inexpensive to capture medical records, remove patient-specific identification, and 
place the resulting anonymous records in a database (CI 5, LI 6-40). 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 

/Evens Augustin/ 
Evens Augustin 
Art Unit 3621 
December 20, 2007 

Conferees: 
Vincent Millin 
Appeals Specialist 



Alexander Kalinowski 
SPE - 3693 



